
The Court of Appeals for the Second 
Circuit issued its long awaited decision on 
16 October in the decade-old copyright 
litigation, referred to as Google Books. 
Finding that Google’s scanning of millions of 
in-copyright books and providing excerpts for 
free over the internet as ‘snippets’ is a fair 
use, the Second Circuit took the opportunity 
to expand the ‘transformative use’ definition 
used in fair use analysis. Many believe 
this is a further encroachment on copyright 
protection that is detrimental to authors and 
other copyright owners.

The decision is at odds with how both 
the Seventh and Eleventh Circuits treat 
‘transformation’ in the fair use context, and 
now sets up a showdown in the Supreme 

Court over what it meant in 1994 when it 
used the word ‘transformative’ to describe a 
work that qualifies as fair use.

The Google Books litigation was commenced 
when, in 2004, a number of university libraries 
permitted Google to scan their collections and 
build an immense database containing the 
full text of all of the scanned works, referred 
to as the Mass Digitisation Project (MDP). In 
partnership with the libraries, Google put the 
MDP to multiple uses, including the Google 
Books project, the commercial service 
available from Google and the subject of the 
infringement suit.

While the lawsuit has taken many turns 
during its 10-year pendency, one important 

note is that despite the length of the case, 
full discovery was never conducted. After an 
initial period of mostly informal discovery, 
the parties to the lawsuit reached a class 
action settlement. The district court rejected 
the settlement as unfair to authors as well as 
potentially setting up an anti-trust violation 
because of the Authors’ Registry that the 
settlement would have created and which 
would have been largely controlled by Google.

Then the district court certified a class. The 
Second Circuit took an interlocutory appeal 
on the class certification issue, and vacated 
the class ruling, finding that the district court 
should first decide the issue of fair use 
before class certification. On remand, the 
district court, following intervening cases in 
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the Second Circuit that had expanded the 
transformative use doctrine, found that the 
massive scanning and copying project was a 
fair use, in a sense reversing several findings 
it had made when denying the class action 
settlement as unfair. The Second Circuit then 
affirmed, in particular, finding the ‘snippet’ 
view offered by Google to the public to be 
‘transformative’, and so a fair use of the 
millions of books that Google copied. 

As background, the fair use defence in copyright 
law is a creature of statute, specifically 17 
USC §107. The Copyright Act states that 
it is a defence to an action for copyright 
infringement if a copyrighted work is used “for 
purposes such as criticism, comment, news 
reporting, teaching (including multiple copies 
for classroom use), scholarship, or research”. 
After this preamble, the statute then lays out 
four non-exclusive criteria for determining if 
the use is fair—the first of which includes “the 
purpose and character of the use, including 
whether such use is of a commercial nature or 
is for nonprofit educational purposes”.

Before discussing how the courts have 
interpreted this factor and the overarching 
importance it has taken on, it is important to 
note that the word ‘transform’ does not appear 
in the fair use statute at all. It does, however, 
appear in Section 101 of the Copyright Act 
in the definition of a derivative work: “A work 
based upon one or more preexisting works, 
such as a translation, musical arrangement, 
dramatisation, fictionalisation, motion picture 
eversion, sound recording, art reproduction, 
abridgment, condensation, or any other form 
in which a work may be recast, transformed, 
or adapted.”

The definition continues: “A work consisting of 
editorial revisions, annotations, elaborations, 
or other modifications, which, as whole, 
represent an original work of authorship, 
is a ‘derivative work.’” An author or other 
copyright owner has the right to control the 
preparation of, copying and distribution of 
derivative works.

Although ‘transformative use’ is not 
mentioned in the statutory factors, in the 
1994 case Campbell v Acuff-Rose Music, 
the Supreme Court first announced that an 
inquiry into whether the use is transformative 
should be part of the first statutory factor. 

Addressing a parody of Roy Orbison’s 
song Oh, Pretty Woman by 2LiveCrew, the 
Supreme Court found that parody was a form 
of criticism, thus fitting within the subject 
matter referred to in the preamble of the fair 
use section.

To bolster that conclusion, it grafted onto 
the first statutory factor the notion of 
‘transformation’, and defined it as whether 
the second work “adds something new, with 
a further purpose or different character, 
altering the first with new expression, 
meaning, or message”.

It then stated that in analysing the “purpose 
and character of the use” under the first 
factor, the more transformative a use is, 
the less significant it becomes whether the 
work is commercial or not. Having already 
found parody was a form of criticism, this 
addition was not necessary to the Supreme 
Court’s decision, but lower courts seized on 
the language and by the time of the Second 
Circuit’s decision in Google Books, the 
Second Circuit had vastly expanded what 
falls within transformative use.

In 2013, the Second Circuit issued a 
controversial fair use decision in the art 
appropriation context with Cariou v Prince. 
While the details are beyond the scope of 
this article, the court expanded the types 
of secondary uses that can qualify for fair 
use to include works that are transformative 
only in the sense that they change the 
context of the original, ie, without needing 
to comment on the original copyrighted 
work. In particular, Cariou rejected the 
notion, controversially, that a finding of 
fair use needs to be cabined by the list of 
enumerated subjects in the preamble of 
Section 107, or by the definition of what 
constitutes an unlawful derivative work.

Shortly thereafter, the Second Circuit 
issued its 2014 decision in Author’s Guild 
v HathiTrust. The HathiTrust case began 
in 2011, based on the same MDP scanning 
programme that had spawned the Google 
Books litigation in 2005. The uses at issue 
in the HathiTrust litigation, however, were 
different, centering around three distinct uses 
by the libraries of the copies of the books. 

Google and the libraries agreed that Google 
would provide digital copies of the scanned 
books to the libraries, and that the scanned 
works would be made available by the 
libraries to their patrons in various forms. 
The offending uses by the libraries according 
to the HathiTrust complaint, included: (i) the 
use of the scanned books as a search index; 
and (ii) the libraries’ provision of full text (in 
various technical ways) for certified print-
disabled patrons, such as the blind.

The district court, and then the Second Circuit, 
approved these uses as transformative fair 
uses because they were limited in nature and 
secured electronically in such a manner as not 
to allow other types of use. Still, even those 
courts acknowledged that the uses were only 
transformative in the sense that the way the 
books were accessed was different, although the 
works themselves were not ‘transformed’ at all.

Two other federal appellate courts have now 
weighed in and expressed opposing views on 
the breadth of the use of ‘transformation’ for the 
fair use defence.

First, in the 2014 Kienitz v Sconnie Nation 
case, the Seventh Circuit criticised the 
Second Circuit’s Cariou decision: “We’re 
skeptical of Cariou’s approach, because 
asking exclusively whether something is 
‘transformative’ not only replaces the list 
in §107 but also could override 17 USC 
§106(2), which protects derivative works.”

Then, shortly after the HathiTrust 
decision, in Cambridge University Press 
v Patton, also in 2014, the Eleveth Circuit 
expressly disagreed with the analysis of 
‘transformation’ in HathiTrust.

In analysing excerpts of books used for 
e-coursepacks at Georgia State University 
(GSU), the Cambridge court expressly held 
that uses just like those in the Google Books 
snippet view are not transformative at all: 
“Defendants’ use of excerpts of plaintiffs’ 
works is not transformative. The excerpts of 
plaintiffs’ works posted on GSU’s electronic 
reserve system are verbatim copies of 
portions of the original books which have 
merely been converted into a digital format.”

“Nor do defendants use the excerpts for 
anything other than the same intrinsic 
purpose … served by plaintiffs’ works: 
reading material for students in university 
courses. Although an electronic reserve 
system may facilitate easy access to 
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excerpts of plaintiffs’ works, it does nothing 
to transform those works.”

Access then, does not equal transformation.

The Cambridge court then cited HathiTrust as 
a “but see”, and added right after the citation 
to HathiTrust, “[r]ather, defendants’ use of 
excerpts of plaintiffs’ works ‘supercede[s] the 
objects of the original creation’”.

Accordingly, the Second Circuit is in 
disagreement with the Seventh and 
Eleventh Circuits about how Campbell’s 
transformative use statement should be 
interpreted with regard to the use of excerpts 
of copyrighted works.

In the Google Books decision, the Second 
Circuit took its transformative use position 
even further than it had in Cariou.

As one of my colleagues has said, this 
is a story about “how the Second Circuit 
‘transformed’ the Supreme Court’s 1994 
opinion into a brand new message with a 
different meaning”. 

By comparison with the Supreme Court’s 
language, the test articulated by the Second 
Circuit looks like the below table:

The Second Circuit did acknowledge that the 
author of a book written in English should 
also be entitled to control the dissemination 
of the same book translated into other 
languages or from a book to a movie.

However, it then failed to apply that maxim 
correctly in finding that the snippet view, 
text mining and data mining functions of the 
Google Books project are not the same kind 
of translation of the content as translating a 
book or story from page to screen is, or from 
one language to another. 

There is nothing different about changing the 
‘form’ of a work that renders what Google is 
doing any less of an unauthorised derivative 
work than an unauthorised translation would.

The Second Circuit’s analysis also ignored 
the words “abridgement,” “condensation,” 
“recast”, “transformed” and “other 
modifications” in the derivative works 
definition of the statute.

Certainly, on a summary judgement record 
relating only to the books of three authors 
and without full discovery, the Second Circuit 
should not have made a determination that 
there is no derivative substitution for all 
works scanned and used by Google in the 
Google Books project.

The Supreme Court needs to hear the 

Google Books case

The Authors Guild will appeal against the 
Google Books ruling to the Supreme Court, 
and the circuit split is likely to set up a battle 
between copyright owners and copyright 
users over these conflicting interpretations of 
the fair use section of the Copyright Act. 

The Supreme Court has never said that 
the inquiry into transformation for purposes 
of fair use analysis that it described in 
Campbell should be divorced from the 
purposes set forth in the preamble, should 
supersede otherwise infringing derivative 
works, or should be applied where the only 

transformation is the provision of access to 
or information about a work. But it will now 
squarely face those questions.

There is reason for optimism from rights 
holders. In its jurisprudence, the Supreme Court 
has taken a pragmatic view of the intersection 
of copyright and technology by providing 
breathing room only where appropriate and 
consistent with the underlying policy reasons for 
granting copyright in the first place, which was 
to incentivise the creation of new works. 

This culminated in the 2005 Grokster file-
sharing decision, in which the Supreme 
Court held that Grokster’s use of technology 
to shield itself from knowledge of its users’ 
infringement failed.

Then, last term, in the Aereo decision, the 
Supreme Court reconfirmed the approach 
that it has followed in a variety of cases over 
the last 30 years when confronting efforts 
by copyright defendants (especially in the 
audiovisual and music industries) to use 
new, sometimes innovative, technologies 
to evade findings of infringement).

In last year’s Aereo decision, the defendant 
was retransmitting network TV channels to 
subscribers for a monthly fee that was lower 
than what those subscribers would pay for 
basic cable. 

Aereo tried to create a legal fiction by 
employing individual antennas dedicated 
to each subscriber in a warehouse, arguing 
that its re-transmissions of copyrighted 
content to consumers were thus not 
public performances (a violation of the 
Copyright Act), but instead were “private” 
performances (not a violation of the 
Copyright Act).

But the Supreme Court rejected an 
argument that Aereo’s service was like “a 
copy shop that provides its patrons with a 
library card”. 

The Supreme Court has therefore not 
taken the same kind of utilitarian view of 
copyright espoused by the Second Circuit 
where access is favoured over incentives 
to create.

In summary, the Supreme Court has now 
several times held that mere technological 
advances, particularly non-productive ones 
(ie, technological uses that do not create 
new copyrighted works or legitimately 
transform existing works into new ones) 
cannot be used to avoid the rights of authors 
to control the use of their works. 

Copyright holders are hopeful that it will continue 
down that road and correct the expansive 
definition of ‘transformative use’ espoused by 
the Second Circuit.  IPPro

Whether the new work “adds 
something new, with a further 
purpose or different character, 
altering the first with new expression, 
meaning, or message”.

Where the new form of the existing 
work “communicates something 
new” or “expands its utility.”

Providing a new way of accessing 
works or “information about” them is 
transformative; no alteration of the 
work necessary; no new expression, 
meaning or message required.

Supreme Court in Campbell Second Circuit in Google Books
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